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A In the District Court of tlie United States for the District of 

Columbia 

No. 00055. In Equity 

The IIor.Airr Manufacturing Company, plaintiff 

/\V. 

Conway P. Coe. Commissioner ok Patents. and Vincent W. 

CUNNINGII \M. DEFENDANTS 

United States of America, 

It/.strict of Columbia, ss: 

Be it remembered, that in the District Court of the United States 
for the District of Columbia, at the City of Washington, in said 
District, at the times hereinafter mentioned, tin* following papers 
were filed and proceedings had. in the above-entitled cause, to wit: 

1 District Court of the United States for the District of Columbia 

Xo. 00055. In Equity 

Filed April 14, 1038 

Tiie IIouart Manufacturing Company, plaintiff 

/\V # 

Conway 1*. Coe. Commissioner of Patents, and Vincent W. 

C UN NINGIIAM. I )EFEN DA N TS 

IiW of com plaint 

To the Honorable Judf/es of the District t'ourt of the United States 
for the District of Columbia: 

The plaintiff for its bill of complaint, under Title 35. Section 03 of 
the "Code of the Laws of the United States” as amended (formerly 
Section 4015 of the Revised Statutes of the United States), allege: 

1. That plaintiff. The Hobart Manufacturing Company is a cor¬ 
poration duly organized and existing under the laws of the State of 
Ohio and having its principal place of business at Troy. Miami 
County. Ohio: 

2. That the defendant. Conway P. Coe. is Commissioner of Pat¬ 
ents of the United States Patent Office and his office and official 
residence is at Washington. District of Columbia; 

3. That, on information and belief, defendant. Vincent W. Cun¬ 
ningham. is of lawful age. a citizen of the United Stales and a resi¬ 
dent and inhabitant <d Chicago. Cook Countv. Illinois; 

2 4. That, on information and belief, on and prior to the 22nd 

day of May !!>33. David A. Meeker and Herbert L. .Johnston, 
each a citizen of the United States, were within the meanings of the 
statutes of the United States then in force, the first, joint, true, and 
original inventors of certain new and useful improvements in wash¬ 
ing machine, which said inventions were not known or used bv others 
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in this country before their invention thereof and not patented or 
described in any printed publication in tliis or any foreign country 
before their invention or discovery tiiereof. or more than two years 
prior to their application for letters patent of the L mted States 
therefor, and no applications for any foreign patent bavin*; been 
filed more than twelve months prior to the lilin*; of application for 
letters patent in this country, ami which improvements had not been 
in public nsc or on sale in the United States for more than two years 
before the tiling' of their patent application for said inventions here¬ 
inafter mentioned, and not abandoned to the public by them, and that 
said Meeker and .Johnston, on the 2-nd day t»! May lb:>:>. made and 
tiled an application in writing to the C’ommissioiiet of Patents of 
the United States for the tyrant of letters patent upon their said 
inventions in accordance with the then existing statutes, rules, and 
regulations and that said application for letters patent of the l i»it eel 
States was assigned Serial Number (172 Pit): 
o 5. That tlte inventions of said application for letters patent 

of the United States Serial No. (172.Pin were duly assigned bv 
said Meeker and .Johnston to said Hobart Maim fact urin*; Company, 
plaintili' herein, which a-si^mneni was duly recorded in tlu* assign¬ 
ment records of the United Stales Patent Ollice under date of May 
211. in l,il>er N 1 .*>(>. Pap* 127. and that the said plaintili. Hobart 

Maim fact urine- Company, has hv*cit at all times and now is the owner 
of the entire rij^ht. tit It*, and interest tn and to the aforesaid appli¬ 
cation Serial No. 072.Pit) am! the Inventions therein contained and 
the riefht to the patent issuing thereon. Profert of said assignment is 
hereby made. 

0. That on or about .June 2t>. U>:ir>. an interference pr<x*eedin*; was 
declared by tin* United States Patent OlHee between the said appli¬ 
cation of said Meeker and .Johnston Serial Xo. 072.PX). and an appli¬ 
cation for letters patent filed by defendant Vincent XV. (’mininirham. 
May 1-1. Ii>:i2. Serial Xo. 011.20:» entitled “Method of and Apparatus 
for Wash in*: Receptacles siicli as i'umblers and the Like.” to which 
interference the United States Patent Ollice assigned Interference 
Docket Xiimher 71.020: 

7. That a copy of said Meeker and .Johnston applicat ion Serial Xo. 
072.P3O. and of said Cunningham application Xo. 011.20:). with all of 
the actions of the Patent Office and amendments thereto with respect 
to each of said applications and the entire record in said 
-1 Interference Xo. 71.020. incliidin*' the three counts of said 
Interference, are ready in Court to he produced. 

S. I hat the said counts of said Interference consisted of three 
claims which were nut included in said Ciinninjrham application at 
the time of liii i iir thereof, but were formulated by Cunnin*;ham and 
introduced by Cunningham into his said application Ion*; subsequent 
to said filing date and pursuant to Cunningham's inspection of 
plaintiffs machines of an analogous character which plaintili had 
lonjr previously been market in*;: and that the original disclosure of 
the said Cunningham application contained no basis for the inclusion 
of said claims therein, hut that tIn* amendment presenting such claims 
for the lirst time in said Cunninirham application constituted new 
matter, not warranted by tin* original disclosure: and that, on infor¬ 
mation and belief, the purpose of thus presenting said claims at such 
belated time was thereby to secure a patent for that which was in 
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fact the aforesaid joint invention of Johnston and Meeker as con¬ 
tained in their said application, such patent bein;: based upon this 
unlawful incorporation of new matter into said Cunningham appli¬ 
cation and unlawful expansion of the claims thereof, to attempt to 
dominate the commercial form of machines already marketed by 
plaintiff ns above set forth: and that in fact the invention set forth in 
said Interference counts, as properly interpreted, was (Ik* said joint 
invention of said Johnston and Meeker. 

.*> !>. That as a result of the presentation of such claims in said 

Cumiinidiam application, the Patent Ollice thereupon declared 
said interference between said Cunniuyham application and said 
M -eker and Johnston application: and after the said declaration of 
interference, upon proceedings duly had in the Patent Ollice. the 
Examiner of Interferences and the Hoard of Appeals of the Patent 
Ollice. denied the r’mht of said Meeker and Johnston to said counts 
of the interference and refused to irrant said counts to plaintilf as 
claims in its said Meeker and Johnston application and refused to 
iirant plaintilf a patent thereon. 

Wherefore plaintilf prays: 

I. That plaintiIf*s assignors, said David A. Meeker and Herbert L. 
.Johnston. In* adjudged to be the true and lawful inventors of the 
subject matter of the invention as set forth in tin* counts of said 
Interference Xo. 71.0^‘J. 

'2. That plaintilf. as assignee of said Meeker and Johnston appli¬ 
cation. be adjudged entitled to a patent thereon containin': as claims 
the counts of said interference. 

J. That the defendant. Vincent W. Cunningham, be adjudged not 
to be entitled to the allowance of the counts of said interference in 
his said application. 

4. 'That the Commissioner of Patents be authorized to issue Letters 
Patent of the United States to the said plaintilf. The Ilobart 
G Mann facttirim; Company. a< assignee of said Johnston and 
Meeker application containin': said counts in interference, 
upon the liiin*: in the United States Patent Ollice of a copy of the 
decree of this Court in accordance with the requirements of law. 

.*>. That notice of tlie filin': of this Complaint be iriven to the de¬ 
fendants and that a writ of subpoena ad respondendum may issue 
forthwith out of and under the seal of this honorable court directed 
to the defendants, in the manner required by law. requiring them by 
a day certain and under a certain penalty to .appear and make full, 
true, and perfect answer to the Hiil of Complaint herein (an answer 


under 


helm: nerehv expressly wni 


to stand to. perform. 


and abide by such further order, direction, and decree as may herein 
be adjudged. 

c>. '{'hat the plaintilf may have such other and further relief in the 
premises as the equity of the case may require and to the Court may 
seem mete and just. 

Tilt: 11< if. MIT MaM'K.U'I lHI NO Co.Ml'ANY. 

Hy David A. Mkkkkr, U/Vv I*n:s/(fcnt. 

Lke P>. Kkmox. 

Sol oof or for 1*1///of iff. 

(iiutia: M \::irii m.. 

LaWIJKNCK H. Iill.lHIL. 

Of ('onus, / for I*Jnhiliff. 
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7 State of New York, 

County of New York, ss: 

David A. Meeker, being duly sworn, deposes and says as follows: 

I am Vice President of the plaintiff company in the above entitled 
case: I have read the foregoing Bill of Complaint and the facts 
therein stated are true to my knowledge except such facts as therein 
stated on information and belief, and as to such facts I believe them 
to be true. The reason why this verification is not made b\ the 
plaintiff. The Hobart Manufacturing Company, personally is that 
said plaintiff is a corporation of which affiant is an officer. 

David A. Meeker. 

Subscribed and sworn to before me this 13th day of April. 1938. 

I seal] Lulu A. Kohlmax. 

Notary Public, Kings County. N. Y. 

8 Motion, to (1 is miss 

Filed May 3. 1938 

* * * * >i= * * 

Now comes Conway P. Coe. Commissioner of Patents, one of the 
named defendants herein, and moves this Honorable Court to dismiss 
the bill of complaint in the above entitled suit as to him on the 
following grounds: 

I. That the Commissioner of Patents is not a proper party to this 
suit since Section 4915 R. S. (35 U. S. C. 03). under the provisions 
of which this suit purports to have been brought, provides for bring¬ 
ing a suit against the Commissioner of Patents only when there is 
ntTopposing party, and the bill of complaint herein shows that a 
review is sought of a decision rendered in an interference proceeding 
in the Patent Office in which plaintiff's assignors were involved with 
an application of the co-defendant Vincent W. Cunningham. It is 
therefore evident that there is “an opposing party" within the mean- 
inn of Section 4915 R. S. (35 U. S. C. 63). 

9 II. That the named defendant Vincent IV. Cunningham is a 
necessary party and the Court cannot enter a decree holding 

the claims involved in this suit patentable to plaintiff in the absence 
of such necessary party, and it appears from the bill itself that the 
said co-defendant is not a resident of the District of Columbia. 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Con tray P. Coe. Commissioner of Patents. 

one of the Defendants. 

April —, 193S. 

10 Order 

Filed June 15. 193S 

******* 

This case having come on to be heard upon the Motion to Dismiss 
brought by the defendant Conway P. Coe, Commissioner of Patents, 
it is bv this Court this 15th dav of June 1938. 
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Adjudged, ordered and decreed that said motion be and the same 
is hereby overruled: 

And it is further adjudged, ordered, and decreed (hat said defend¬ 
ant Conway P. Coe, Commissioner of Patents, be and he is hereby 
given twenty (20) days, from the date of the signing of this Order, 
within which he may Hie his Answer to the Bill of Complaint in this 
Court. 

Peyton Gordon, •/ ustiec. 

The defendant Conway P. Coe. Commissioner of Patents, in open 
Court excepts to the overriding of the above motion. 

The above exception is allowed and noted. 

Peyton Gordon, Justice. 

11 Stipulation 

Filed June 24, 1938 

He ***** * 

The defendant, Conway P. Coe. Commissioner of Patents, having 
filed with the United States Court of Appeals for the District of 
Columbia a petition for the allowance of a special appeal from the 
order of June 15, 1938. herein, it is stipulated by and between the 
said defendant and the plaintiff that the running of the time for the 
Hling of said defendant’s answer to the bill of complaint be stayed 
pending the decision of the Court of Appeals for the District of 
Columbia on said petition. 

K. F. Whitehead. 

Attorney for Defendant Con tray /\ (Joe. 

Commissioner of Patents. 

Lee B. Kemon. 

Attorney for Plaintiff. 

June 24. 193S. 

12 Order allowing special appeal 

Filed August 2. 1938 

United States Court of Appeals for the District of Columbia 
Xo. 2921 Original. April Term, 1938 
Equity Xo. (>9955 

Conway P. Coe. Commissioner of Patents, petitioner 

rs. 

Tiie Hobart Manufacturing Company 

On consideration of the petition for allowance of a special appeal 
in the above entitled cause from the order of the District Court of 
the United States for the District of Columbia entered therein on 
June 15. 1938. by Mr. Justice Peyton Gordon, it is ordered by the 
Court that the petition be. and it is hereby, granted, and a special 
appeal allowed ns prayed. This case to be consolidated for hearing 
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with the ease of Vincent W. Cunningham, Petitioner vs. The Hobart 
Manufacturing Company. No. 2928 Original, in which a special 
appeal also was allowed today. 

Per Mr. Chief Justice Groner. 

July 27, 1938. 

A true copy: 

Test: 

| sealJ Joseph W. Stewaiit. 

Clerk.. of thr I’nited State* Court, 
of Appeals for the district of Cotambia. 
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Assignment of error* 


Filed August 2. 1938 

# * Hi H: )K 


Now comes the defendant Conway P. Coe. Commissioner of Pat¬ 
ents. by his attorney, R. F. Whitehead, and files herein the assign¬ 
ments of error upon which he expects to rely in the United States 
Court of Appeals for the District of Columbia: 

1. '1'he Court erred in overriding the motion to dismiss the bill of 
complaint as to the defendant Conway P. Coe, Commissioner of 
Patents. 

2. The Court erred in failing to hold that the Commissioner of 
Patents was not a proper party to this suit which purports to have 
been filed under the provisions of Section 4915 R. S. (U. S. C.. title 
35, see. 63). 

3. I he Court erred in failing to hold that the Commissioner of 
Patents is not an "opposing party" within the meaning of Section 
4915 R. S. (U. S. C.. title 35. sec. 63). 

4. 1 he Court erred in failing to hold that the Commissioner of 
Patents is not an "adverse party" within the meaning of Section 4915 
R. S. (I . S. (’.. title 35. sec. 63) and or the Act of March 3, 1927 

(U. S. C.. title 35. sec. 72a). 

14 5. 1 lie Court erred in not dismissing the bill of complaint 

as to the defendant Comvay’P. Coe. Commissioner of Patents. 

R. F. Whitehead, 


Attorney for 1>e feral a nt Con tray P. Coe. 

Commission! r of Patents. 

Service of a copy of the above Assignment of Errors is acknowl¬ 
edged this 29 dav of July, 1938. 

* » * 

Lee B. Kemon. 
Attorney for Plaintiff. 


15 1> > sty nation of record 

Filed August 2. 1938 

* * * * * * * 

The Clerk of this Court will please include in the transcript of the 
record of the above entitled cause on appeal to the United States 
Court of Appeals for tin* District of Columbia, the following papers: 
1. The Bill of Complaint. 
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2. The Motion to Dismiss as to the defendant Conway P. Coe. 

3. The Order of June 15.15)38. overrulin': the motion of the defend¬ 
ant Conway P. Coe to dismiss the Bill of Complaint. 

4. The Stipulation of June 24. 15)38. as to the time for filin': an 
answer to the Bill of Complaint. 

5. The Order of July 27. 15)38. allowin'; defendant Conway P. Coe 
a special appeal. 

(>. Assignment of Errors bv defendant Conwav P. Coe. and 

7. This Designation. 

R. F. Whitehead. 

Attorney for Defendant Con troy P. Coe. 

( omwi**ioner of Patent*. 


Service of a copy of the above 
day of J uly. 15)38. 


designation acknowledged this 25) 

L’.'.i: B. IvKMoN. 
Attorney for Plaintiff. 


10 Consent is hereby granted to the designation of record 
attached hereto. 

Lice B. Kkmon. 

A ttorney for Plaintiff. 


17 District Court of the United States for the District of 

Columbia 


United Statics of America. 

District of Colombia, 

I. Charles K. Stewart. Clerk (if the District Court of the United 
States for the District of Columbia, hereby certify the foregoing 
pajufes numbered from 1 to 1(5. both inclusive, to he a true and correct 
transcript of the record accordin': to directions of counsel herein 
filed, copy of which is made part of this transcript in cause No. 005)55 
in Equity wherein The Hobart Manufacturin'; Company is Plaintiff 
and Conway P. Coe. Commissioner of Patents and Vincent W. Cun¬ 
ningham. are Defendants, as the same remains upon the liles and of 
record in said Court. 

In testimony whereof. I hereunto subscribe my name and affix the 
seal of said Court, at the City of Washington, in said District, this 
5th dav of August. 15)38. 

[seal] Charles E. Stewart. 

< ierh. 

By Chas. D. Coflin. 

Assistant Clerk. 

| Endorsement on cover]: No. 7221. Coe. appellant, v. The Hobart 
Manufacturin'; Co. United States Court of Appeals for the District 
of Columbia. Filed Au^f. 8. 11)38. Joseph W. Stewart. Clerk. 
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In the United States Court of Appeals for 
the District of Columbia 


No. 7221 

Conway P. Coe, Commissioner of Patents, 

APPELLANT 

V. 

The Hobart Manufacturing Company, appellee 


BRIEF FOR THE COMMISSIONER OF PATENTS, APPELLANT 

This case comes before this court on a special ap¬ 
peal allowed July 2T7, 1938, from an order of the 
District Court of the United States for the Dis¬ 
trict of Columbia overruling a motion to dismiss 
the bill as to the Commissioner of Patents. 

STATEMENT OF THE CASE 

The bill of complaint, which was filed on April 
14,1938, purports to have been filed under Section 
63 of Title 35 of the United States Code (Section 
4915 of the Revised Statutes), and named as the 
defendants Conway P. Coe, Commissioner of Pat¬ 
ents, and Vincent W. Cunningham. The bill shows 
that a review was sought of a decision of the Board 

of Appeals of the Patent Office in an interference 

(i) 
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involving an application of Meeker and Johnston, 
assigned to the plaintiff, and an application of Vin¬ 
cent W. Cunningham. It appears that in that in¬ 
terference priority of invention was awarded to 
Vincent W. Cunningham. It further appears that 
in the proceedings in that interference the ques¬ 
tion had been raised as to the right of the party 
C unnin gham to make the claims corresponding to 
the issue of the interference and that the tribunals 
of the Patent Office held that Cunningham had a 
right to make said claims. It further appears that 
no question was raised as to the right of the ap¬ 
plicant Meeker and Johnston to make the claims. 

The motion to dismiss the bill of complaint as 
to the Commissioner of Patents was based on the 
ground that he is not an *' 4 adverse” party within 
the meaning of Section 4915 R. S. (U. S. C., 
title 35, sec. 63) nor an “opposing” party within 
the meaning of that section. While the bill of com¬ 
plaint stated only that it was brought under the 
provisions of Section 4915 R. S. (U. S. C., title 35, 
sec. 63), at the hearing on the motion to dismiss 
reference was made to the Act of March 3, 1927, 
(U. S. C., title 35, sec. 72a), which provides for 
the bringing of a bill under Section 4915 R. S. (U. 
S. C., title 35, sec. 63) in the District of Columbia 
where it appears that there are “adverse” parties 
residing in a plurality of districts not embraced 
within the same State. 
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ASSIGNMENT OP ERRORS 

1. The Court erred in overruling the motion to 
dismiss the bill of complaint as to the defendant 
Conway P. Coe, Commissioner of Patents. 

2. The Court erred in failing to hold that the 
Commissioner of Patents was not a proper party 
to this suit which purports to have been filed under 
the provisions of Section 4915 R. S. (U. S. C. title 
35 sec. 63.) 

3. The Court erred in failing to hold that the 
Commissioner of Patents is not an “ opposing 
party” within the meaning of Section 4915 R. S. 
(U. S. C. title 35 sec. 63.) 

4. The Court erred in failing to hold that the 
Commissioner of Patents is not an * ‘adverse 
party” within the meaning of Section 4915 R. S. 
(U. S. C. title 35 sec. 63) and/or the Act of March 
3,1927, (U. S. C., title 35, sec. 72a.) 

5. The Court erred in not dismissing the bill of 
complaint as to the defendant Conway P. Coe, 
Commissioner of Patents. 


ARGUMENT 

Section 4915 R. S. (U. S. C., title 35, sec. 63), 
in so far as this case is concerned, reads as fol¬ 
lows : 

^VTienever a patent on application is re¬ 
fused by the Commissioner of Patents, the 
applicant * * * may have remedy by 
bill in equit^if filed within six months after 
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such refusal ?<and the court having cogni¬ 
zance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge 
that such applicant is entitled, according to 
law, to receive a patent for his invention, as 
specified in his claim or for any part there¬ 
of, as the facts in the case may appear. And 
such adjudication, if it be in favor of the 
right of the applicant, shall authorize the 
commissioner to issue such^patent on the 
"applicant filing in the Patent Office a copy 
of the adjudication and otherwise comply¬ 
ing with the requirements of law. In all 
cases where there is no opposing party^ 
copy of t he bill shall be served _on the_com- 
gu ssione r^and all the expenses of the pro- 
ceedings'shall be paid by the applicant, 
whether the final decision is in his favor or 
not. * * * 


This section has been part of the law for nearly 
a hundred years, being found in Section 10 of the 
Act of 1839 (5 Stat. L. 353). The latter section 
was an extension of the provisions of Section 16 
of the Act of 1836, which provided for a suit in 
equity where there were interfering patents and 
also for a suit in equity where a patent had been 
refused because the application conflicted with 
a previously granted unexpired patent. 

Section 10 of the Act of 1839 reads as follows: 

Section 10. And be it further enacted, 
That the provisions of the sixteenth section 
of the before-recited act shall extend to all 
cases where patents are refused for any rea- 
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son whatever, either by the Commissioner of 
Patents or by the Chief Justice of the Dis¬ 
trict of Columbia, upon appeals from the 
decision of said Commissioner, as well as 
where the same shall have been refused on 
account of, or by reason of, interference 
with a previously existing patent; and in all 
cases where there is no opposing party, a 
copy of the bill shall be served upon the 
Commissioner of Patents, when the whole 
of the expenses of the proceeding shall be 
paid by the applicant, whether the final de¬ 
cision shall be in his favor or otherwise. 

Section 4915 R. S. has always been construed to 
provide a remedy in equity in two cases, first, where 
the Patent Office, on examination, had refused an 
applicant a patent, and, second, where the refusal 
of the patent was based on a decision in an inter¬ 
ference on the question of priority, adverse to the 
applicant. 

The Act of March 3,1927, (U. S. C., title 35, sec. 
72a) reads as follows: 

And upon the filing of a bill in the District 
Court of the United States for the District 
of Columbia wherein remedy is sought under 
section 4915 or section 4918 of the Revised 
Statutes (U. S. C., title 35, sec. 63 or sec. 66), 
without seeking other remedvX^f it shall ap¬ 
pear that there is an adverse party residing 
in~1T foreign country, or adver se parties re¬ 
s iding in a plurality of districts not em- 
braced wit hin the same State, the court shall 
have jurisdiction thereof and wrifs shall, ui> 
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less the adverse party or parties voluntarily 
make appearance, be issued against all of the 
adverse partieXwith the force and effect and 
in the manner set forth in this section (sec. 
113 of title 28, U. S. C.): Provided, That 
writs issued against parties residing in 
foreign countries pursuant to this section 
may be served by publication or otherwise 
as the court shall direct. 

Now it is to be noted that this section provides 
for cases where there are adverse parties residing 
in different States. It was passed to take care of 
a situation where under Section 4918 R. S. (U. S. 

title 35, sec. 66), (the interfering patent stat¬ 
ute), the patent was owned by different parties 
residing in different States, and also to take care 
of the cases under section 4915 R. S. (U. S. C., title 
35, sec. 63) where in a three party interference 
there were parties other than the plaintiff in the 
case who resided in different States. It had been 


held that under these circumstances a suit could 
not be brought in any of the Federal courts be¬ 
cause of the inability to obtain service on all of the 
parties. (S eo^rmstrong v. Langmuir, 6 F. (2d) 
369, Armstrong v. de Forest, 13 F. (2d) 438, and 
Hazeltine Corporation v. White et al., 68 F. (2d) 


715A 

ff*his is shown by the report of the Committee in 
Congress with reference to the bill which matured 
into that Act. This report is in part as follows: 


The purpose of this bill is to make it more 
practicable to bring suit in instances where 
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an applicant fails to get his patent from the 
Patent Office but is compelled to go into 
court, and to make it also more practicable 
for him to obtain service on interested 
parties. If this amendment to the Judicial 
Code is adopted and becomes a part of the 
law, if a case should arise where a part in¬ 
terest in a patent is assigned, so that a part 
owner might live in New York and a part 
owner in the far West, suit could be brought 
by either in the Supreme Court of the Dis¬ 
trict of Columbia, and this court would have 
jurisdiction to obtain service on both parties. 
Or should three or more persons claim an 
interest in a patent and one of the parties 
resided in a foreign country, then the Su¬ 
preme Court of the District of Columbia 
would have jurisdiction to obtain service on 
all of the parties so that the case could be 
finally adjudicated in the one suit. 

The committee believes that this amend¬ 
ment to section 52 of the Judicial Code is 
necessary in order to simplify procedure in 
the courts where two or more parties claim¬ 
ing an interest in a patent reside in different 
jurisdictions. 

It should be noted that the Act of March 3,1927, 
was not amendatory of Section 4915 R. S. but was 
an amendment to Section 52 of the judicial code. 

Obviously ^ if the Comm issioner is not an “ad¬ 
verse” party within the meaning of Secti on 4915 
R. S. HJ. S. C., title 35, sec. 63") neit her is he an 
“adverse” party within the meaning of the Act of 
March 3,1927 (IT. S. C., title 35, sec. 72a). 


88254—38 - 2 
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It is perfectly clear from the bill itself that there 
is in this case an “opposing” party, who necessarily 
is an “adverse” party. 

That the Commissioner of Patents caimpt^ under 
these circumstances, be a proper party to a suit 
unde r "SectTon "4 915 R S. was specifically held by 
Mr. Justice Hagner ma~decisfdn dated January 
20/1894, in The Mergenthaler Linotype Co . v. Sey¬ 
mour, Commissioner of Patents et al 66 O. G., 1311, 
1894 C. D. 186. 1 

In that decision, after stating the facts, the court 
said: 

Notwithstanding the careful argument of 
complainant’s counsel, I think the Commis¬ 
sioner of Patents was neither a necessary 
party nor a proper party to this bill. 

The court in its decision further said: 

The complainant insists that the Commis¬ 
sioner should, or at least may, be sued in this 
ease for the reason that he is an adverse 
party to the present application. 

But I think the Commissioner can no 
more in any just sense, be considered as 
occupying such a relation to the application, 
within the meaning of the law, than the 
Supreme Court of the District of Columbia 
could be so considered. True, the Commis¬ 
sioner has affirmed a decision of his official 
subordinates which was unfavorable to the 

1 As this decision is published only in the publications of 
the Patent Office (66 O. G. 1311, 1894 C. D. 186) the deci¬ 
sion is published as an appendix to this brief. 
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pretensions of the complainant; but his 
decision was a judicial act, just as the ruling 
of the Supreme Court of the District of 
Columbia would be when it should affirm or 
reverse the Commissioner’s ruling. It 
would be a strange proceeding to summon 
the court to appear and answer a bill like 
the present upon the pretense that it was 
an adverse party. 

Then, referring to Section 4918 R. S., which pro¬ 
vides for a suit where there are interfering patents, 
the court said: 

The words “‘adverse parties” in this sec¬ 
tion are evidently used in apposition 
with the preceding words, “the interfering 
patentee and all parties interested under 
him.” Of course those words could not by 
possibility be held to embrace the Commis¬ 
sioner of Patents. And this identical 
expression should receive a similar limited 
interpretation when used in section 4915 
(which was taken from the same statute) in 
the absence of any words in that section 
enlarging their scope. 

And then further said: 

The apparent purpose of the subpoena 
against the Commissioner is that the con¬ 
troversy may be conducted oyer his head 
against the real parties in interest, who are 
non-residents, and ’although “adverse” in 
the sense of the law and against whom “no 
civil suit can be brought” in this jurisdic- 
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tion, (McCormick v. Walthers, 1888 Ch., 866, 
sec. 1, 25 Stat., p. 433; 134 U. S. 41; Na¬ 
tional Typewriter Co. v. Pope Mfg. Co., 65 
O. G-. 755), there being no allegation that the 
Rogers Typographic Company is a corpora¬ 
tion doing business within this District, no 
service can be had against it under section 
790, Revised Statutes of the District of 
Columbia. 

No case has been found, and none was cited by 
the plaintiff below, where it was ever held that the 
Commissioner of Patents is a proper party to a 
suit to review a decision in an interference in the 
Patent Office. In other cases of this character the 
bill has been dismissed as to the Commissioner, for 
example, Schwartz v. Coe, Equity No. 63,118, in 
which Justice Letts entered such an order of dis¬ 
missal. 

As noted above, Section 4915 R. S. provides that 
“where there is opposing party” the bill shall 
be served upon the Commissioner. That language 
has uniformly been held to mean that the Commis¬ 
sioner is to be made a party defendant in the suit. 
See In re Hammer, 300 Fed. Rep. 246, which deci¬ 
sion was affirmed by the Circuit Court of Appeals 
of the Second Circuit in 6 F. (2d) 460. 

The question early arose as to the proper proce¬ 
dure in these suits under Section 4915 R. S. and it 
was uniformly held that t he righ t to s ue the^C omT 
missioner was limiteHHto^uits in which there was 


“no adverse party.” 
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In Butler et ail. v. Shaw, 21 Fed. Rep. 321-328, 
the court said: 

The last clause of section 4915 of the Re¬ 
vised Statutes, requiring the applicant to 
pay all the expenses of the proceeding 
whether the final decision is in his favor or 
not, is, in manifest intention, if not by un¬ 
avoidable construction, limited to cases in 
which there is no opposing party other than 
the Commissioner of Patents, and in which, 
therefore, the costs, if not paid by the appli¬ 
cant, would fall upon the Commissioner, and 
upon the Government whose officer he is. 
Whenever there are opposing parties, as in 
a contested case of interference, the ordinary 
rule should be followed, and costs be 
awarded to the party prevailing. 

In Graham v. Teter, 25 Fed. Rep. 555, in which a 
suit to review a decison in an interference in the 
Patent Office had been brought against the success¬ 
ful applicant in the interference, Mr. Justice Brad¬ 
ley, sitting in the Circiut Court, sustained an ob¬ 
jection based on the ground that the assignee of 
that applicant had not been made a party and over¬ 
ruled the objection on the ground that the Commis¬ 
sioner of Patents had not been made a party. 

In its decision the court said: 

The case was set down by complainant for 
argument under equity rule 52 on these ob¬ 
jections for want of parties. The court sus¬ 
tained the first objection, but overruled the 
second one, holding (orally) that the 
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Eclipse Improved Wheat-cleaning Machine 
Company should be made a party defendant, 
but that the Commissioner of Patents was 
not a necessary party to the bill so long as 
there was an opposing party, and the fol¬ 
lowing order was entered: And now, Octo¬ 
ber 6, 1885, this cause came on to be heard 
upon the “defendant’s objection for want 
of parties,” and was argued by counsel. 
Whereupon it is ordered that complainant 
have leave to amend his bill of complaint by 
adding the Eclipse Improved Wheat-clean¬ 
ing Machine Company, a corporation cre¬ 
ated by the laws of the state of New Jersey, 
as a party defendant, without costs to be 
taxed against him. 

It is submitted that the language of the section 
itself clearly supports the argument that the Com¬ 
missioner is not a proper party where there is an 
“adverse” party. As noted above the section pro¬ 
vides for notice to all “adverse” parties and then 
provides that in the case where there is no “op¬ 
posing” party a copy of the bill shall be served 
upon the Commissioner. The section thus draws 
a line of distinction between the two classes of 


cases. 


Moreove^Twould certainly be a great anomaly 
fora statute to provide that the official who had 
decided a conflict between two parties should be 
made a party defendant~to_sustain_ that_decisic)n..\ 
Therein beTno doubt, in view of the decisions 
of this court and the decisions of the Supreme 
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Court, that when the Commissioner of Patents 
renders a decision in an interference, or at the 
present time when a decision is rendered by the 
Board of Appeals, of which the Commissioner is ex 
officio a member, that the award of priority is a 
quasi judicial action. 

In Bernardin v. Seymour, Commissioner of Pat¬ 
ents, 10 App. D. C. 294, 1897 C. D. 428, this court 
said: 

In the cases of issuing or withholding pat¬ 
ents, reissues, and extensions the judicial 
function is exercised in investigating the 
proofs and determining the right as between 
the claimant, on one hand, of what may be a 
valuable right of property, and the public, 
on the other, interested in defeating what 
may be an unlawful monopoly . In interfer ¬ 
ence case s the proceeding is distinctly judi¬ 
c ial. Th e controversy is waged between ad¬ 
verse claims of the same right of property, 
and the public has no interest therein. It 
contains all the elements of a civil case— 
a complainant, a defendant, and a judge— 
actor, reus et judex. 

When that case reached the Supreme Court of 
the United States, under the title United States v. 
Duett, 172 U. S. 576, the court in its decision said: 

Now, in deciding whether a patent shall 
issue or not, the Commissioner acts on evi¬ 
dence, finds the facts, applies the law and 
decides questions affecting not only public 
but private interests; and so as to reissue, 
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or extension or on interference between 
contesting claimants; and in all this he ex- 


support of his decision in the interference nor 
would he have the knowledge upon which to base 
a cross-examination of the witnesses of the other 
party. 

Nor even if it is proper, in view of the allega¬ 
tions of the bill, to consider the Act of March 3, 
1927, can that Act support the holding that the 
Commissioner of Patents is a proper party to the 
present suit. 

As pointed out above, that act w T as passed in 
order to make available to a losing party in an 
interference a bill under section 4915 R. S. where 
because of the existence of adverse parties, usually 
other parties to a multiparty interference, who did 
not reside in the same State, service on all parties 
could not be obtained in one of the Federal courts. 


ercises judicial functions. 

^It would seem obvious that no tribunal should be 
callecl upon h) decide a conteste d case and then, 
made a defendant in an equity suit to sustain the 
correctness of its decision^ The Commissioner of 

Tl 1_J 1 1 1 _^ _ . 11 __i_ 


Patents would have no power to call witnesses in 


The Commissioner is no more an “adverse” party 
within the meaning of that section than he is an 
“adverse” party or an “opposing” party within 
the meaning of Section 4915 R. S. 

It would be putting an extremely forced con¬ 
struction on the words of that act to say that the 
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Commissioner was one of two adverse parties 
where the suit is brought to obtain a review of 
a decision in an interference involving two 
applicants. 

It was contended below, and in opposition to the 
petition for the special appeal, that this case was 
different from other cases because there was raised 
in the Patent Office the question of the right of one 
of the parties to the interference to make the 
claims. 

There are two answers to this contention. First, 
the right of an interfering party to make the 
claims in his application is a question ancillary to 
priority. That has been the holding of this Court 
in a long line of decisions beginning with Podlesak 
and Podlesak et al. v. Mclnnerney, 26 App. D. C. 
399,1906 C. D. 558. 

In that case this Court said: 

The question of the right of a party to make 
a claim goes to the very foundation of an 
interference for if the party has not such 
right the interference falls. If it be incor¬ 
rectly held that such party has a right to 
make the claim priority may be awarded to 
him and his adversary be deprived of a sub¬ 
stantial right in that he is not given a claim 
where he necessarily is the prior inventor, 
his adversary never having made the in¬ 
vention. Manifestly that question should 
not be finally determined by the Primary 
Examiner who originally declared the inter- 


16 


ference. We therefore take jurisdiction to 
determine that question in this case as an 
ancillary question to be considered in award¬ 
ing priority of invention. 

That holding was never departed from by this 
court and it has been followed in a number of de¬ 
cisions by the United States Court of Customs and 
Patent Appeals. 

It follows, therefore, that the fact that the ques¬ 
tion of a party to make the claims had been raised 
did not furnish any basis for saying that an 
ex parte rejection of claims in the application as¬ 
signed to appellee had been made on that ground* 

Second, no question was raised as to the right of 
Meeker and Johnston, appellee’s assignors, to 
make the claims in their application. On the con¬ 
trary they raised the question that the party Cun¬ 
ningham had no right to make the claims. It is 
submitted that, under no possible construction of 
language, could the holding that Cunningham 
could make the claims be construed as an ex parte 
action in the Meeker and Johnston application. 

While not conclusive of the construction given 
to a statute, it is submitted that in determining 
what construction should be given, the result to 
follow from a certain construction should be care¬ 
fully considered. 

If the h olding of the court below is held to be cor¬ 
rect, then itwould followlhat'a bill in equity caarbe 
brought in the District Court of the United States 
for the District of Columbia, with anneal to this 
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Court, in every t wo-party interference and in every 
multiparty interference when all the parties de¬ 
fendants are residents of the same State. 

It is submitted that it never could have been the 
intention of Congress to add to the burden of these 
overburdened courts in any such manner and it is 
further submitted that no such construction should 
be given to the statute if it is capable of another 
construction which would not have that result. 

CONCLUSION 

In conclusion it is submitted that the action of the 
court below in overruling the motion to dismiss was 
clearly wrong and that the order so overruling it 
should be reversed. 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Appellant . 


August, 1938. 



APPENDIX 


In the Supreme Court of the District of 

Columbia 


The Mergenthaler Linotype Company 

v. 

John S. Seymour, Commissioner of Patents, the 

Rogers Typographical Company, and Jacob W. 

Shuckers 

Decided January 20,1894 

Section 4915, Revised Statutes of the United States— 
Suit Under—Commissioner of Patents Cannot be 
Joined Where There Are Adverse Parties. 

Where there are adverse parties, the Commissioner of 
Patents is not a necessary party to and cannot be joined 
in a suit under section 4915, Revised Statutes of the 
United States. 

STATEMENT OF THE CASE 

Mergenthaler and Shuckers were in interference 
in the Patent Office. Priority was awarded to 
Shuckers. Mergenthaler is the assignor of the 
Mergenthaler Linotype Company, organized under 
the laws of the State of New York. Shuckers is the 
assignor of the Rogers Typographical Company, 
organized under the laws of the State of Michigan. 

( 18 ) 
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Conway P. Cot, Commissioner of Patents, Appellant 


Hobart Manufacturing Company, Appellee 

ySyj >• > . ..... ! / . • ./ 

Vincent W. Cunningham, Appellant, 


Hobart Manufacturing Company, Appellee. 
Appeal from the District Court (Gordon, J.) 
aAXUdE.Q.F...Q ASg » Suit under R 


4915 to authorise the issuance 


of a patent 


iQl* Motion to dismiss bill in equity overruled 
allowed. 


Ifif The appellee holds by assignment the patent applications 
two individuals ^ - - * * 


, who claimed to have Invented certain 
improvements for washing machines. An interference was 
declared by the Patent Office between these applications 
and the application of appellant Cunningham. The Patent 
Office finally awarded priority of invention to Cunningham. 

The appellee then sued in the District of Columbia under 
R.S. 4915 and Joined, as defendants Cunningham and the 
Commissioner of Patents. Cunningham appeared specially* 

Both defendants moved to dismiss the bill, the Commissioner 
because he says he is not a necessary op proper party in 
a case where he has merely decided between two parties* 
and Cunningham because he says that sUnce the Commissioner 
is not a propef party, then there is no •plurality of parties* 
SO as to give*tbe District of Columbia District Court 
Jurisdiction under 35 U.8.C. 72a. 

• ■ .. • • ; ;• > -. v* ‘.O ■ ■' , 

■’ V' ' V* » • i ’ '• / '* :• 

I6SUE > Whether the Commissioner is a proper ptorty in proceedings 
Under R.8. 4915, when the controversy is merely between 
two parties each claiming priority of invention, and if 
not, whether the District Court in the District-of Columbia 
has jurisdiction. 


APPELLAN TS CONTpfl ! 1. The Commissioner is not an * adverse 
party” withinT^mmeaning of R.$. 4915* 

2. Where there i* another party conflicting with the 
applicant as to priority of invention, there la no point 

in joining the Commissioner, since.he has acted only as arbiter. 

3. A construction which would allow suit in the District of 
Columbia even where the adverse parties resided in the same 
judicial district is unreasonable and would impose an undue 
burden on the local court. 

4» Process issued against Cunningham is void and since 
he appeared specially, the court has jurisdiction overhis 
person. 

APPELLEE CONTENDS! &» The Commissioner is a proper party since 
he 5as~the power to^issue a patent and if he is not joined 
as a defendant, he could issue while litigation is pending 

elsewhere. 

2. Since the Commlesloner allowed Cunningham to insert in 
his application claims made after the filing of $he application 
and after inspection of appellee's models, there may have 
been no proper interference and the Commissioner should therefore 
be joined as in an ex ps^te proceeding to force the granting v 
of a patmnt. . . . 
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To obtain a patent for the invention which had 
been awarded to Shuckefsj hThe interference in the 
Patent Office, the Mergenthaler Linoty pe Company 
filed its bill in equity, under section 4915, Revised 
Statutes of the United States, in the Supreme 
Court of the District of Columbia against the Co m- 
missioner of Patents, The Rogers Typographical 
TTompa ny, and J acob W. Shuckers. The Commis¬ 
sioner appeared and filed a demurrer because of 
misjoinder of him as one of the parties defendant. 

'^Messrs. Beits, Hyde <k Betts for Mergenthaler. 

Mr. Levin H. Campbell (law clerk) for the Com¬ 
missioner of Patents. 

Hagner, J.: 

1. The objection on behalf of the Commissioner 
to be discharged from the suit is properly presented 
by demurrer. ( Kirk v. Commissioner of Patents, 
5 Mackey, 229; Reinstadler v. Beeves, 33 Fed. Rep., 
308; National Typewriter Company v. Pope Mfg. 
Co., 65 O. G., 755.) 

2. Notwithstanding the careful argument of com¬ 
plainant’s counsel, I think the Commissioner of 
Pafents-was neither a necessaryparfj^nor^a proper 
party to t hi s bi ll. Section 4915, Revised Statutes 
of the United States, provides that— 

whenever a patent on application is refused, 
either by the Commissioner of Patents or by 
the Supreme Court of the District of Colum¬ 
bia upon appeal from the Commissioner, the 
applicant may have remedy by bill in 
equity; and the court having cognizance 
thereof, on notice to adverse parties and 
other due proceedings had, may adjudge that 
such applicant is entitled, according to law, 
to receive a patent for his invention, as speci¬ 
fied in his claim, or for any part thereof, 
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as the facts in the case may appear. And 
such adjudication, if it be in favor of the 
right of the applicant, shall authorize the 
Commissioner to issue such patent on the ap¬ 
plicant filing in the Patent Office a copy of 
the adjudication, and otherwise complying 
with the requirements of law. In all cases, 
where there is no opposing party, a copy of 
the bi ll sh all be served on the Commissioner; 
anTTalTfhe expenses shall be paid by the ap¬ 
plicant, whether the final decision is in his 
favor or not. 


The complainant insists that the Commissioner 
should, or at least may, be sued in this case for the 
reason that he is an adverse party to the present 
application. 

But I think, the Com missioner can no more, in 
anv iust sense T be consider ed as occ upying such a 
r elation to^the application, within the meaning of 
the lawT than the Supreme"Court of the District nL 
CbiumbTacould be so considered . True, the Com- 
misslonerTias affirmed a decision of his official sub¬ 
ordinates which was unfavorable to the pretensions 
of the complainant; but his decision was a judicial 
act, just as the ruling of the Supreme Court of the 
District of Columbia would be when it should affirm 
or reverse the Commissioner’s ruling. It would be 


a strange proceeding to summon the court to appear 
and answer a bill like the present upon the pretense 
that it was an adverse party. 

The procedure in equity, in cases of interference, 
is specially provided for by section 49IS, Revised 
Statutes of the United States, which declares that— 


whenever there are interfering patents, any 
person interested in any one of them, or ill 
tlu* working of the invention claimed under 
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either of them, may have relief against the 
interfering patentee, and all parties inter¬ 
ested under him, by suit in equity against 
the owners of the interfering patent; and 
the court, on notice to adverse parties, and 
other due proceedings had according to the 
course of equity, may adjudge and declare 
either of the patents void in whole or in part, 
or inoperative, or invalid in any particular 
part of the United States, according to the 
interest of the parties in the patent or the 
invention patented. But no such judgment 
or adjudication shall affect the right of any 
person except the parties to the suit and 
those deriving title under them subsequent 
to the rendition of such judgment. 


The words “adverse parties’’ in this section are 
evidently used in apposition with the preceding 
words, “the interfering patentee and all parties in¬ 
terested under him.” Of course those words could 


not by possibility be held to embrace the Commis¬ 
sioner of Patents. And this identical expression 
should receive a similar limited interpretation when 
used in section 4915 (which was taken from the 
same statute) in the absence of any words in that 
section enlarging their scope. 

The language of the latter part of section 4915 
seems also to be inconsistent with the notion that 
the Commissioner was to be a party to the suit 
thereby authorized, for it declares that if the de- 
(dsioiT^Troukl be that the applicant is entitled to 
rm'tvTnfpatent for his invention the adjudication 
shall authorize the Commissioner to issue such pat¬ 
ent on the applicant filing in the Patent Office a 
copy of the adjudication. This would seem to be a 
superfluous requirement if, as is contended by the 
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co mplaijtu mt,..the Commissioner was already a party 
to the litig^ Qp^fullv ed^iilzant of the decision, 
and thereby judicially notified of what it had be¬ 
come his plain duty to do. 

And so the following paragraph .of this section, 
which says, “In cases where there is no opposing 
party, a copy oFthe bill shall be served on the Com¬ 
missioner,"*’ would be a very needless provision if 
that official had already been brought before the 
courF by a subpoena. That the institution of an 
el parti> proceeding Is contemplated by and under 
this last paragraph of the section appears to be 
conceded by the courts in several cases, among 
which are In re Squire, (12 O. G., 1025; 3 Ban. & 
Ard., 133;) Ex parte Greeley, (4 0. G., 612; 6 Fisher 
P. C., 575.) And it is only in such cases “where 
there is no opposing party,” that the Commissioner 
can be vouched into the controversy. ( Graham v. 
Teeter, 33 O. G., 758; 25 Fed. Rep., 555.) The 
Commissioner of Patents, a n im partial and dis¬ 
i nteres ted official who cannot be supposed to be 
antagonistic or hostile to any applicant before him, 
could not beheld to be an “adverse party” within 
the sense of the law unless a new meaning is to be 
attached to the expression. 

The apparent purpose of the subpoena against 
the Commissioner is that the controversv mav be 

i * 

conducted over his head against the real parties in 
interest, who are non-residents, and although “ad¬ 
verse” in the sense of the law and against whom 
“no civil suit can be brought” in this jurisdiction, 
(McCormick v. Walthers, 1888 Ch., 866, sec. 1, 25 
Stat., p. 433; 134 U. S., 41; National Typewriter 
Co. v. Pope Mfg. Co., 65 0. G., 755,) there being no 


allegation that the Rogers Typographic Company 
is a corporation doing business within this District, 
no service can be had against it under section 790, 
Revised Statutes of the District of Columbia. 

Believing the Commissioner of Patents is im¬ 
properly joined as a defendant in this bill, an order 
will be passed sustaining the demurrer and dismiss¬ 
ing the bill as to him. 


U. S tCVC*NM£NT PRINTING OPflCti 11)1 
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IN THE 


WLnittb States Court of Appeals. 

FOR THE DISTRICT OF COLUMBIA. 

No. 7221. 

Conway P. Cor. Commissioner ok Patents, Appellant, 

v. 

The Hobart Manufacturing Company, Appellee. 

No. 7222. 

Vincent \V. Cunningham, Appellant. 

v. 

The Hobart Manufacturing Company, Appellee. 

BRIEF FOR THE HOBART MANUFACTURING 
COMPANY, APPELLEE. 


This case comes before this Court on special appeals 
from orders of the District Court of the United States 
for the District of Columbia overruling motions to dis- 
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miss filed respectively by the Commissioner of Patents 
and by Cunningham in the case filed in the District 
Court by The Hobart Manufacturing Company against 
the Commissioner of Patents and Cunningham. 

As we understand that both these special appeals 
will be consolidated for joint hearing, we respectfully 
present the present brief on behalf of the Appellee, 
The Hobart Manufacturing Company, as applicable 
to both special appeals. 

STATEMENT OF THE CASE. 

This case is not an ordinary interference case in- 

•> 

volving the mere question of comparative dates of in¬ 
vention as between two rival inventors. 

The present case involves an additional and pre¬ 
liminary question upon which the Commissioner of 
Patents made a ruling adverse to The Hobart Com¬ 
pany, and if there had been no such erroneous ruling 
by the Commissioner of Patents, then the interference 
suit would have been dissolved, and there would have 
been no contest on the question of priority. 

This erroneous ruling by the Commissioner of Pat¬ 
ents was the basis of the Commissioner’s refusal of a 
patent to The Hobart Company, and it was to remedy 
this erroneous refusal to grant a patent that plaintiff 
sought its remedy by Bill in Equity in the court below. 

The facts as presented by the Bill of Complaint and 
in the interference record, of which profert was made 
in tin* Bill of Complaint, are as follows: 

The plaintiff, Hobart Company, is the owner of an 
application filed in May, 1933, by its inventors, Meeker 
ami Johnston, for an invention relating to the washing 
of drinking glasses. 
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About a year prior, in May, 1932, the defendant Cun¬ 
ningham filed an application for a patent on a washing 
machine for washing tumblers and the like. 

In June, 1935, the Commissioner of Patents insti¬ 
tuted interference proceedings between Hobart’s ap¬ 
plication and the Cunningham application, the issues 
of that interference comprising three counts or claims. 

But these three counts of the interference were not 
included in the Cunningham application as originally 
filed , —they were formulated by Cunningham and intro¬ 
duced by him into his application long subsequent to 
his filing date and pursuant to Cunningham’s inspec¬ 
tion of Hobart's ( plaintiff) machines which plaintiff 
had long previously been marketing. 

The original disclosure of the Cunningham applica¬ 
tion contained no basis for the inclusion of said inter¬ 
ference claims therein , and the amendment presenting 
such claims for the first time in the Cunningham appli¬ 
cation constituted new matter, unwarranted by the 
original disclosure. And it is also alleged in the bill of 
complaint that this new matter and these claims were 
thus incorporated into the Cunningham application in 
the attempt to dominate the commercial form of ma¬ 
chines already marketed by plaintiff. 

The result of this presentation of these unwarranted 
claims in the Cunningham application, was the Patent 
Office’s declaration of interference referred to: plain¬ 
tiff (Hobart Company) moved to dissolve the inter¬ 
ference on the ground that Cunningham had no right 
to make these claims of the interference; but the Pat¬ 
ent Office denied this motion and continued the inter¬ 
ference. Thereupon Meeker and Johnston took testi¬ 
mony directed primarily to a correct explanation of the 
controlling features of construction and operation of 
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(a) the Meeker and Johnston, (b) the Cunningham, 
(e) the prior art devices for the purpose of showing 
that the alleged facts set forth bv the Patent Office to 
support its holding, were incorrect. Nevertheless both 
the Examiner of Interferences and the Board of Ap¬ 
peals of the Patent Office held adversely to Hobart’s 
contentions and held that Cunningham had a right to 
make these claims and thereupon a judgment was ren¬ 
dered against Hobart’s assignors, Meeker and 
Johnston. 

The right of the applicants, Meeker and Johnston, 
and their assignee, to a patent on this invention was 
therefore refused bv the Commissioner of Patents, 
and this refusal was based upon the erroneous decision 
that Cunningham had a right to make these claims in 
his application. That is, the decision was erroneous 
in holding,—that this was ; not “new matter” in Cun¬ 
ningham's application, and that there was no unlawful 
expansion of Cunningham's claims in view of his prior 
inspection of the Hobart machines; and the Patent 
Office decision was also erroneous in not holding that 
even with the new matter in, Cunningham had no right 
to make these claims; and the decision was erroneous 


in not properly determining what the real invention 
comprised, and that this invention was not embodied 
in Cunningham's original disclosure. 

Upon such facts it is clear that if Cunningham had 
no right to make the claims of the interference, then 
Cunningham was not a proper party to the interfer¬ 
ence,— there should hare been no inf erf creucc ,—and 


the Commissioner of Patents is wrongfully withhold¬ 


ing a patent from the plaintiff; that is, the Commis¬ 
sioner is refusing a patent on plaintiff's application, 
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for which the remedy is provided by Section 4915 of 
the Revised Statutes. 

Except for this erroneous decision by the Commis¬ 
sioner of Patents , there could be no interference. 

ARGUMENT. 

The first point raised in the Assignment of Errors 
(Commissioner’s brief page 3 assignment No. 2) is 
that the Commissioner of Patents was “not a proper 
party to this suit.” 

in support of this position, the Commissioner cites 
(brief page 13) the case of V. S. v. IJuell, 172 U. S. 576, 
as holding that the Commissioner “exercises judicial 
functions” and the argument is made (page 14) that 
“no tribunal should be called upon to decide a con¬ 
tested case and then made a defendant in an equity 
suit to sustain the correctness of its decision.” 

But the statute puts no such limitation upon the ap¬ 
plicant’s rights; on the contrary, in its opening sen¬ 
tence the Statute specifically states that “whenever a 
patent on application is refused by the Commissioner 
of Patents the applicant may have remedy by bill in 
equity.” There has been unquestioned recognition of 
the right to make the Commissioner of Patents a defen¬ 
dant in an ex parte case where the Commissioner has 
exercised judicial functions and yet has refused a pat¬ 
ent to the applicant. 

In both the ex parte and the inter partes cases, the 
Commissioner of Patents exercises judicial or quasi 
judicial functions. In fact, this is exactly what the 
Supreme Court held in the DueII case referred to, in 
the precise portion of the opinion quoted in the Com¬ 
missioner’s brief. That is, as clearly indicated by the 
court's opinion, no matter which type of case the Com- 
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missioner is deciding, whether a patent shall issue in 
an ex pcirte case “or on interference between contest¬ 
ing claimants,—the court expressly said: ‘In all this 
he (the Commissioner) exercises judicial fund ions/ ” 

Therefore,—the Commissioner exercises judicial 
functions in ex parte cases but may nevertheless be 
proceeded against, as a defendant, to correct his deci¬ 
sion; and it is equally true that even though he exer¬ 
cises judicial functions in interference cases between 
contesting claimants, the remedy accorded under the 
statute cannot be denied merelv on the ground that the 
Commissioner has been “exercising judicial function.” 

In the Commissioner’s brief, page 8, reference is 
made to the decision in the case of Mergenthaler v. Sey¬ 
mour, 1894 C. D. 186, and a portion of the court’s opin¬ 
ion quoted as indicating that the Commissioner of Pat¬ 
ents could not be sued because his decision “was a 
judicial act.” 

Of course the Com missioner exercises a judicial 
function, (as stated by the Supreme Court above) 
whether the question be an ex parte one or an inter 
partes interference case •; and yet if this in itself were 
sufficient to constitute a bar against making the Com¬ 
missioner of Patents a defendant in an equity suit un¬ 
der Section 4915, the same reasoning would apply to 
all ex parte cases exactly as well as it would apply to 
inter partes cases. And there is no dispute about the 
propriety of making the Commissioner a defendant in 
the ex parte cases in accordance with the long estab¬ 
lished practice. 

In the Mergenthaler case Justice Ilagner also made 
reference to Section 4918, but this section of the Stat¬ 
utes relates to an entirely different situation, namely, 
where both patents have issued, and the contest is be- 
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tween two rival claimants as to priority. Both patents 
having issued, the Commissioner of Patents was not in¬ 
volved on the point of refusing a patent to the com¬ 
plaining party, the iatter condition being one which 
Section 4915 was designed to remedy. 

The briefs of both appellants make reference to the 
case of Podlesak v. Mclnnerney, 190(5 C. D. 558, as 
holding that the right to make the claim is ancillary to 
the question of priority. 

Of course that question is ancillary, and the court in 
the Podlesak case took cognizance of both questions. 

So in the present case, this question of the right to 
make the claim, while ancillary, is nevertheless a pre¬ 
liminary question of vital interest because if the de¬ 
cision by the Commissioner on this ancillary question 
was erroneous, no interference exists, and plaintiff 
should be entitled to this remedy as prescribed by stat¬ 
ute. The effect of this suit in equity is merely to call 
upon the Commissioner to justify his decision against 
the Hobart Company on this preliminary question. 

There is no reason why the plaintiff should be com¬ 
pelled to test this ancillary question in a Federal court 
in some district outside of the District of Columbia 
where the Commissioner of Patents could not be made 
a party. 

If the Commissioner of Patents cannot, in the pro¬ 
ceedings instituted by this plaintiff in the lower court, 
justify the decision referred to, then Cunningham is 
not a proper party to the interference, no interference 
exists to require a contest as to the ownership of the 
invention made by Hobart's assignors, and Hobart 
should be granted a patent. 

In ex parte cases, (where the present remedy by suit 
against the Commissioner is conceded to exist) the 




8 


Commissioner refuses the applicant a patent on the 
ground that another person is a prior inventor as evi¬ 
denced by a prior patent disclosing the invention in 
controversy. To correct an erroneous decision by the 
Commissioner the applicant has this remedy by bill in 
equity against the Commissioner under Section 4915. 

Similarly, if the Commissioner should refuse the ap¬ 
plicant a patent on the ground that another person is 
a prior inventor as evidenced by a pending application 
(instead of an issued patent as in the former case),— 
then if, in fact, this application does not disclose the 
invention in controversy, there should be no interfer¬ 
ence and applicant should have the remedy prescribed 
by the statute to proceed against the Commissioner of 
Patents to correct this erroneous decision by the Com¬ 
missioner on this ancillary but vital preliminary ques¬ 
tion. 

And since Cunningham is likewise a party to the 
present suit, he can present any evidence in support 
of the contention that Cunningham has the right to 
make the claims in controversy. 

The question is not whether the Commissioner is a 
necessary party, but whether the Commissioner is a 
proper party, and we submit that under the wording of 
the statute it is clear that the Commissioner is a proper 
party and that the appellants’ second assignment of 
errors on this point is not well taken. 

The case of Graham v. Teter, 25 Fed. 555, cited in the 
Commissioner’s brief page 11, is not in point because 
in that case it was merely held that the Commissioner 
was not a “ necessary ” party. This does not deny that 
he may be a proper party in other cases. 

In further support of our position, we desire to call 
the attention of the court to the case of Fessenden v. 
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General Electric Co., 10 Fed. Supp. 846, wherein there 
was involved a similar question of the right to make 
the claim, as preliminary or ancillary to the question 
of priority. 

In this Fessenden case, on this preliminary question 
of right to make the claim, the Commissioner had de¬ 
cided that Fessenden had no right to make the claim. 
(Whereas in our case the Commissioner had held that 
Cunningham had a right to make the claim.) 

In the Fessenden case, the court held that the Com¬ 
missioner’s refusal to grant the patent to Fessenden, 
on the ground alleged, made the Commissioner “a 
necessary, if not the sole party defendant. ’ ’ This was 
the remedy which Section 4915 provided. 

Such a decision would seem to dispose of the view 
that the exercise of a judicial function by the Commis¬ 
sioner made it improper to sue him as a defendant un¬ 
der Section 4915. Furthermore, just as in the Fes¬ 
senden case, suit against the Commissioner under Sec¬ 
tion 4915 was held the proper remedy to test the Com¬ 
missioner’s decision on right of one party to make the 
claim (viz. that Fessenden had no right to make the 
claim), so by analogy it should be held that suit against 
the Commissioner under Section 4915 is the proper 
remedy to test the Commissioner’s decision on the 
right to make the claim in the present case (viz. the 
decision that Cunningham had the right to make the 
claim). 

In the Fessenden case the court considered the fur¬ 
ther matter of remedy against the other party to the 
interference, but held that such additional remedy did 
not lie because there had been no award on priority. 
And the court added: “In all other cases the remedy 
for wrongful withholding of a patent must run against 
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the public’s representative, the Commissioner of Pat¬ 
ents.” 

We point out, that if the Commissioner’s conten¬ 
tion is correct and plaintiff’s only remedy is to sue 
Cunningham in Chicago, where the Commissioner can¬ 
not be made a party (and according to his practice will 
not voluntarily appear), then such a result leaves the 
Commissioner free to carry out the practice which ap¬ 
pears now to be in effect, namely, to issue a patent to 
Cunningham in spite of the litigation pending in Chi¬ 
cago wherein the whole question of the soundness of 
the Commissioner’s decision and the question of 
whether Cunningham properly should receive a patent 
is in issue. Such a result would be of irreparable in¬ 
jury to plaintiff in this case, particularly under the 
facts alleged in the Bill of Complaint (where long 
after plaintiff placed its machine on the market Cun¬ 
ningham sought to dominate plaintiff’s machine by 
introducing new matter into his specification, unlaw¬ 
fully expanding his claims, and without any basis in 
his original disclosure upon which these belated claims 
could be predicated). 

See also Drackett v. Chamberlain Co., 10 Fed. Supp. 
851, and on appeal 81 Fed. 2nd 866 (C.C.A. 3rd). 

The third assignment of errors by appellant (Com¬ 
missioner’s brief page 3) is that the Commissioner of 
Patents is not an “opposing party” within a meaning 
of Section 4915. 

If we understand appellant’s contention on this point 
(see Commissioner’s brief page 10), the assertion is 
made that Section 4915 provides for the bringing of a 
suit against the Commissioner of Patents only when 
there is “no opposing party.” 


11 


We do not so understand the statute. The statute 
does not express any such limitation. 

On the contrary, as we pointed out above, the open¬ 
ing sentence of Section 4915 states that “whenever a 
patent is refused by the Commissioner the applicant 
may have remedy by bill in equity’’,—the Commis¬ 
sioner has refused a patent to the plaintiff, and plain¬ 
tiff is entitled to proceed as herein set forth. 

The words “no opposing party”, as referred to by 
the appellants, occur in a later section of the statute 
merely as a procedural matter outlining the procedure 
to be followed where there is “no opposing party”, 
this procedure requiring in such cases that “a copy of 
the bill shall be served on the Commissioner.” This 
quoted portion applies to the well known ex parte 
cases. • 

In the brief of appellant Cunningham, page 2, the 
point is urged that the Commissioner is a “neutral” 
party and that he cannot be made a party to the con¬ 
troversy. But while, of course, it is the function of the 
Commissioner to remain neutral, this cannot affect the 
character of the method which the statutes provide for 
the procedure of reviewing the Commissioner’s deci¬ 
sion. 

If the Commissioner refuses a patent to Hobart on 
the ground that the invention is disclosed in a prior 
patent, he is exercising the same sort of judicial func¬ 
tion as in the case where he refuses a patent to Hobart 
on the ground that the invention is disclosed in a prior 
application; and we assert that in both cases the stat¬ 
ute gives the Hobart Company its remedy by bill in 
equity against the Commissioner. 

In fact, as above stated, it is the conceded and estab¬ 
lished practice to accord the remedy in the first case, 
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and we believe the same remedy is available in both 
cases. 

It is argued in the brief for the Commissioner, page 
17, that, while admitting that three party interferences 
can thus be brought under Section 4915 in the District 
Court for the District of Columbia,—that to permit 
such procedure in two party interferences would add to 
the burden of these courts and that it could not have 
been the intention of the Congress thus to overburden 
these courts. 

We regret to urge any position that might result in 
throwing extra burdens upon this court, but it is cer¬ 
tain that this court is not going to lean against any 
reasonable interpretation of the patent statutes be¬ 
cause of any consideration of this sort. 

On the other hand, under the particular circum¬ 
stances of the present case wherein there is presented, 
as a preliminary question, the issue as to whether the 
Commissioner made an erroneous decision in permit¬ 
ting Cunningham to insert in his application claims 
molded to cover the Hobart machine and application, 
we believe that uniformity of decisions would be mate¬ 
rially improved if the normal and reasonable reading 
of the opening sentence of Section 4915 would be such 
as to permit this independent review of the Commis¬ 
sioner’s decision by proceeding in the Federal courts 
of the District of Columbia by bill in equity. These 
courts naturally acquire greater familiarity with Pat¬ 
ent Office practice and procedure and the result would 
be much greater uniformity of opinions by reason of 
having one court to pass upon the Patent Office ques¬ 
tions involved. And it may well have been the inten¬ 
tion of the Congress to prescribe this procedure by the 
amendment of March 3, 1927, referred to. 
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The final point raised in the assignment of errors 
set forth in the Commissioner’s brief, page 3, is that 
the Commissioner of Patents is not an “adverse 
party.” It is argued in support of this position that 
the procedure set forth in the Act of March 3, 1927, 
applies only to cases where there were three or more 
parties claiming the invention and not to cases where 
only two parties were claiming the invention. 

We believe that this is an unreasonable and narrow 
interpretation of this portion of this statute. 

Moreover, in the brief of appellant Cunningham, 
bottom of page 3, in order to attempt to establish their 
proposition that “plaintiff does not have a plurality 
cf adverse parties” the assertion is made that “in or¬ 
der to establish that plaintiff does not have a plurality 
of adverse parties, it is necessary to establish that the 
Commissioner of Patents is not a proper party to this 
suit. On this point we concur with the brief filed in be¬ 
half of the Commissioner of Patents.” 

Therefore, according to appellant’s own contention, 
if the Commissioner is a proper party, then plaintiff 
does have the plurality of adverse parties requisite for 
the remedy referred to. 

Therefore, if this court finds that the Commissioner 
is a proper party, in accordance with the point of view 
we have taken above, then this would dispose of this 
question as to the requisite adverse parties. 

Furthermore, the brief for appellant Cunningham, 
at the bottom of page two, states as follows: “The 
litigants are, of course, adverse to each other in the 
ordinary sense of that word and in the sense in which 
that word is used in Section 52 of the Judicial Code ... 
where it has reference to the contestants only and not 
to the judicial officer who rendered the decision.” 
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This would seem to dispose of this question in fa¬ 
vor of our contention; because where this portion of 
the statute refers to “adverse parties residing in a 
plurality of districts, etc.”, it is a perfectly normal and 
reasonable interpretation that this refers, just as ap¬ 
pellants state „ to “ the litigants ”, that is, to the Hobart 
Company and to Cunningham,—these two litigants be¬ 
ing, just as appellants state, “adverse to each other in 
the ordinary sense of that word and in the sense in 
which that word is used in Section 52 of the Judicial 
Code . . . where it has reference to the contestants 
only” (this Act of March 1927 containing the language 
in question as to adverse parties, is the amendment re¬ 
ferred to in Section 52 of the Judicial Code). 

CONCLUSION. 

We therefore respectfully submit that the court be¬ 
low did not err in overruling the motion to dismiss the 
bill of complaint either as to the Commissioner of 
Patents or as to Cunningham. 

Greer Marechal and 
Lawrence B. Biebel, 
Counsel for The Hobart Manufac¬ 
turing Company, Appellee. 

Lee B. Kemon, 

Local Solicitor for Appellee. 
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United States Court of Appeals for the 
District of Columbia 


a In the District Court of the United States 
for the District of Columbia 

In Equity No. 66955 

The Hobart Manufacturing Company, Plaintiff, 

vs. 

Conway P. Coe, Commissioner of Patents, and Vincent W. 
Cunningham, Defendants. 

United States of America, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Columbia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled 
cause, to wit:— 

1 District Court of the United States for the 

District of Columbia 

Filed Apr 14 1938 

In Equity No. 66955 

The Hobart Manufacturing Company, Plaintiff 

vs. 

Conway P. Coe, Commissioner of Patents, and Vincent W. 
Cunningham, Defendants. 

Bill of Complaint 

To the Honorable Judges of the District Court of the United 
States for the District of Columbia 

The plaintiff for its bill of complaint, under Title 35, Sec¬ 
tion 63 of the “Code of the Laws of the United States” as 
amended, (formerly Section 4915 of the Revised Statutes 
of the United States) allege:— 
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1. That plaintiff, The Hobart Manufacturing Company 
is a corporation duly organized and existing under the laws 
of the State of Ohio and having its principal place of busi¬ 
ness at Troy, Miami County, Ohio; 

2. That the defendant, Conway P. Coe, is Commissioner 
of Patents of the United States Patent Office and his office 
and official residence is at Washington, District of Colum¬ 
bia ; 

3. That, on information and belief, defendant, Vincent W. 
Cunningham, is of lawful age, a citizen of the United States 
and a resident and inhabitant of Chicago, Cook County, 

Illinois; 

2 4. That, on information and belief, on and prior to 
the 22nd day of May, 1933, David A. Meeker and 

Herbert L. Johnston, each a citizen of the United States, 
were within the meanings of the statutes of the United 
States then in force, the first, joint, true and original in¬ 
ventors of certain new and useful improvements in washing 
machine, which said inventions were not known or used by 
others in this country before their invention thereof and 
not patented or described in any printed publication in this 
or any foreign country before their invention or discovery 
thereof, or more than two years prior to their applica¬ 
tion for letters patent of the United States therefor, and 
no applications for any foreign patent having been filed 
more than twelve months prior to the filing of application 
for letters patent in this country, and which improvements 
had not been in public use or on sale in the United States 
for more than two years before the filing of their patent 
application for said inventions hereinafter mentioned, and 
not abandoned to the public by them, and that said Meeker 
and Johnston, on the 22nd day of May, 1933, made and filed 
an application in writing to the Commissioner of Patents 
of the United States for the grant of letters patent upon 
their said inventions in accordance with the then existing 
statutes, rules and regulations and that said application 
for letters patent of the United States was assigned Serial 
Number 672,130; 

3 5. That the inventions of said application for let¬ 
ters patent of the United States Serial No. 672,130 

were duly assigned by said Meeker and Johnston to said 
Hobart Manufacturing Company, plaintiff herein, which 
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assignment was duly recorded in the assignment records 
of the United States Patent Office under date of May 29, 
1933, in Liber N 156, Page 127, and that the said plaintiff, 
Hobart Manufacturing Company, has been at all times and 
now is the owner of the entire right, title and interest in 
and to the aforesaid application Serial No. 672,130 and the 
inventions therein contained and the right to the patent 
issuing thereon. Profert of said assignment is hereby 
made. 

6. That on or about June 20, 1935 an interference pro¬ 
ceeding was declared by the United States Patent Office 
between the said application of said Meeker and Johnston 
Serial No. 672,130, and an application for letters patent 
filed by defendant Vincent W. Cunningham, May 14, 1932, 
Serial No. 611,263 entitled “Method of and Apparatus for 
Washing Receptacles such as Tumblers and the Like”, to 
which interference the United States Patent Office assigned 
Interference Docket Number 71,029; 

7. That a copy of said Meeker and Johnston application 
Serial No. 672,130, and of said Cunningham application No. 
611,263, with all of the actions of the Patent Office and 
amendments thereto with respect to each of said applica¬ 
tions and the entire record in said Interference No. 

4 71,029, including the three counts of said Interfer¬ 

ence, are ready in Court to be produced. 

8. That the said counts of said Interference consisted of 
three claims which were not included in said Cunningham 
application at the time of filing thereof, but were formulated 
by Cunningham and introduced by Cunningham into his 
said application long subsequent to said filing date and pur¬ 
suant to Cunningham’s inspection of plaintiff’s machines of 
an analogous character which plaintiff had long previously 
been marketing; and that the original disclosure of the said 
Cunningham application contained no basis for the inclu¬ 
sion of said claims therein, but that the amendment pre¬ 
senting such claims for the first time in said Cunningham 
application constituted new matter, not warranted by the 
original disclosure; and that, on information and belief, 
the purpose of thus presenting said claims at such belated 
time was thereby to secure a patent for that which was in 
fact the aforesaid joint invention of Johnston and Meeker 
as contained in their said application, such patent being 
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based upon this unlawful incorporation of new matter into 
said Cunningham application and unlawful expansion of 
the claims thereof, to attempt to dominate the commercial 
form of machines already marketed by plaintiff as above 
set forth; and that in fact the invention set forth in said In¬ 
terference counts, as properly interpreted, was the said 
joint invention of said Johnston and Meeker. 

5 9. That as a result of the presentation of such 
claims in said Cunningham application, the Patent 

Office thereupon declared said interference between said 
Cunningham application and said Meeker and Johnston 
application; and after the said declaration of interference, 
upon proceedings duly had in the Patent Office, the Exam¬ 
iner of Interferences and the Board of Appeals of the Pat¬ 
ent Office, denied the right of said Meeker and Johnston to 
said counts of the interference and refused to grant said 
counts to plaintiff as claims in its said Meeker and Johnston 
application and refused to grant plaintiff a patent thereon. 

WHEREFORE plaintiff prays:— 

1. That plaintiff’s assignors, said David A. Meeker and 
Herbert L. Johnston, be adjudged to be the true and law¬ 
ful inventors of the subject matter of the invention as set 
forth in the counts of said Interference No. 71,029. 

2. That plaintiff, as assignee of said Meeker and Johnston 
application, be adjudged entitled to a patent thereon con¬ 
taining as claims the counts of said interference. 

3. That the defendant, Vincent W. Cunningham, be ad¬ 
judged not to be entitled to the allowance of the counts of 
said interference in his said application. 

4. That the Commissioner of Patents be authorized to 
issue Letters Patent of the United States to the said plain¬ 
tiff, The Hobart Manufacturing Company, as assignee of 

said Johnston and Meeker application containing 

6 said counts in interference, upon the filing in the 
United States Patent Office of a copy of the decree 

of this Court in accordance with the requirements of law. 

5. That notice of the filing of this Complaint be given to 
the defendants and that a writ of subpoena ad responden¬ 
dum may issue forthwith out of and under the seal of this 
honorable court directed to the defendants, in the manner 
required by law, requiring them by a day certain and under 
a certain penalty to appear and make full, true and perfect 


VINCENT W. CUNNINGHAM VS. THE HOBART MFG. CO. 5 


answer to the Bill of Complaint herein (an answer under 
oath being hereby expressly waived) and to stand to, per¬ 
form and abide by such further order, direction and decree 
as may herein be adjudged. 

6. That the plaintiff may have such other and further re¬ 
lief in the premises as the equity of the case may require 
and to the Court may seem mete and just. 

THE HOBART MANUFACTURING 
COMPANY 

By DAVID A. MEEKER 
Vice President 

LEE B. KEMON 
Solicitor for Plaintiff 
1331 G Street N. W., Washington, D. C. 

GREER MARECHAL 
LAWRENCE B. BIEBEL 
Of Counsel for Plaintiff 

7 State of New York 

County of Neiv York ss. 

David A. Meeker, being duly sworn, deposes and says as 
follows: 

I am Vice President of the plaintiff company in the 
above entitled case; I have read the foregoing Bill of Com¬ 
plaint and the facts therein stated are true to my knowl¬ 
edge except such facts as therein stated on information and 
belief, and as to such facts I believe them to be true. The 
reason why this verification is not made by the plaintiff, 
The Hobart Manufacturing Company, personally is that 
said plaintiff is a corporation of which affiant is an officer. 

DAVID A. MEEKER 


Subscribed and sworn to before me this 13th day of April, 
1938. 


LULU A. KOHLMAN 
Notary Public, Kings County , N. Y. 


(Seal) 
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8 Motion to Dismiss 

(Filed in Behalf of Vincent W. Cunningham) 

Filed May 18 1938 

# # * 

NOW COMES Vincent W. Cunningham named as one of 
the defendants in the above-entitled suit, appearing spe¬ 
cially by his counsel, Theodore A. Hostetler, and moves this 
Honorable Court to dismiss this suit for lack of jurisdic¬ 
tion on the following grounds: 

I. That it appears on the face of the Bill of Complaint 
that the said Vincent W. Cunningham is not a citizen, resi¬ 
dent or inhabitant of the District of Columbia. 

II. That Conway P. Coe, Commissioner of Patents, is 
not a proper or necessary party to this suit. A Motion to 
Dismiss as to Conway P. Coe, Commissioner of Patents, on 
the ground that he is not a proper party to this suit has 
been filed by the Solicitor for the Patent Office, which Mo¬ 
tion is now pending and is supported by proper authorities. 

III. That Conway P. Coe, Commissioner of Patents, and 
Vincent W. Cunningham named as co-defendants do not 
constitute “adverse parties residing in a plurality of dis¬ 
tricts not embraced within the same state” within the terms 
of 35 U. S. C. A. 72a; 44 Stat. L. 1394, as Conway P. Coe, 
Commissioner of Patents, is not a proper party to the suit. 

IV. That said Vincent W. Cunningham is not sub- 

9 ject to subpoena by this Court and therefore has not 
been duly served with process in the above-entitled 

suit. 

WHEREFORE, Vincent W. Cunningham, one of the 
named defendants in the Bill of Complaint, prays that the 
said Bill of Complaint be dismissed with costs against the 
plaintiff. 

An oral hearing is requested. 

VINCENT W. CUNNINGHAM 
By THEODORE A. HOSTETLER 

his attorney appearing specially 
solely for the purpose of presenting 
this Motion to Dismiss and for no 
other purpose. 
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Service of the foregoing Motion and of the annexed 
memorandum of POINTS AND AUTHORITIES is hereby 
acknowledged this 18th day of May, 1938. 

LEE B KEMON 
Attorney for Plaintiff 

10 Order 

Filed June 15 1938 

• * * 

This case having come on to be heard upon the Motion 
to Dismiss brought by the defendant Vincent W. Cunning¬ 
ham, it is by this Court this 15th dav of June, 1938, 

ADJUDGED, ORDERED and DECREED that said mo¬ 
tion be and the same is hereby overruled: 

And it is hereby further ADJUDGED, ORDERED and 
DECREED that said defendant Vincent W. Cunningham, 
be and lie is hereby given twenty (20) days, from the date 
of the signing of this Order, within which he may file his 
Answer to the Bill of Complaint in this Court. 

PEYTON GORDON 
Jtistice. 

The defendant Vincent \V. Cunningham, in open Court 
excepts to the overruling of the above motion. 

The above exception is allowed and noted. 

PEYTON GORDON 
Justice. 

11 Stipulation 

Filed June 28 1938 

# # # 

The defendant, Vincent W. Cunningham, having filed 
with the United States Court of Appeals for the District of 
Columbia a petition for the allowance of a special appeal 
from the order of June 15, 1938, herein, it is stipulated by 
and between the said defendant and the plaintiff that the 
running of the time for the filing of said defendant’s answer 
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to the bill of <*omj)laint be stayed pending the decision of 
the Court of Appeals for the District of Columbia on said 
petition. 

THEODOREA HOSTETLER 
Attorney for I ’invent IT. Cunningham 

LEE B KEMON 
Attorney for Plaintiff 

June 28, 1938 
Approved 

PEYTON GORDON 
Justice 

12 Order Allowing Special Appeal 

Filed August 2-1938 

United States Court of Appeals for the District of 

Columbia 

No. 2928 Original. April Term, 1938. 

Equity No. 66,955. 

Vincent W. Cunningham, Petitioner , 

vs. 

The Hobart Manufacturing Company. 

On consideration of the petition for allowance of a special 
appeal in the above entitled cause from the order of the 
District Court of the United States for the District of 
Columbia entered therein on June 15, 1938, by Mr. Justice 
Peyton Gordon. It is ordered by the Court that the peti¬ 
tion be, and it is hereby, granted, and a special appeal al¬ 
lowed as prayed. This case to be consolidated for hearing 
with the case of Conway P. Coe, Commissioner of Patents, 
Petitioner, vs. The Hobart Manufacturing Company, No. 
2921 Original, in which a special appeal also was allowed 
today. 

Per Mr. Chief Justice Groner, 

July 27, 1938. 

A true Copy. 

Test: JOSEPH W. STEWART 

Clerk , of the United States Court of 
Appeals for the District of Columbia 


(Seal) 
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13 Assignment of Errors 

Filed August 2- 1938 

* * ft 

Now comes the defendant, Vincent W. Cunningham, by 
his attorney, Theodore A. Hostetler, specially appearing 
for the purpose of the motion filed May 18, 1938 and none 
other and files herein the assignment of errors upon which 
he expects to rely in the United States Court of Appeals 
for the District of Columbia: 

1. The Court erred in overruling the motion to dismiss 
as to the defendant, Vincent W. Cunningham. 

2. The Court erred in overruling the motion to dismiss 
as to the defendant, Conway P. Coe. 

3. The Court erred in failing to hold that defendants, 
Conway P. Coe and Vincent W. Cunningham, are not “ad¬ 
verse parties” within the terms of 35 U. S. C. A. 63 and 35 
U. S. C. A. 72a. 

4. The Court erred in not holding that defendant, Vincent 
W. Cunningham, being a resident of the State of Illinois, 
is not subject to subpoena by this Court in this case and 
therefore has not been duly served with process. 

THEODORE A. HOSTETLER 
Attorney for Defendant, Vincent 
W. Cunningham, specially appear¬ 
ing for the purpose of the Motion 
filed May 18 , 1938 and none other. 

Service of a copy of the above assignment of errors is 
acknowledged this 2nd day of August, 1938. 

LEE B. KEMON 
Attorney for Plaintiff 

14 Designation of Record 

Filed August 2-1938 

* • # 

The Clerk of this Court will please include in the tran¬ 
script of the record of the above entitled cause on appeal 
to the United States Court of Appeals for the District of 
Columbia, the following papers: 
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1. The Bill of Complaint. 

2. The Motion to Dismiss filed by defendant, Vincent W. 
Cunningham. 

3. The order of June 15, 1938 overruling the Motion of 
Vincent W. Cunningham. 

4. Stipulation of June 28, 1938 that the running of time 
for filing answer be stayed. 

5. Order of July 27, 1938 allowing defendant, Vincent W. 
Cunningham a special appeal. 

6. Assignment of errors bv defendant, Vincent W. Cun¬ 
ningham and 

7. This designation of record. 

THEODORE A. HOSTETLER 
Attorney for Defendant, Vincent 
W. Cunningham, specially appear¬ 
ing for the purpose of the Motion 
filed May 18 , 1938 and none other. 


Service of a copy of the above designation of record is 
hereby acknowledged this 2 day of August, 1938. 

LEE B. KEMON 
Attorney for Plaintiff 

Consent is hereby granted to the designation of record * 
attached hereto. 


LEE B. KEMON 
Attorney for Plaintiff 

15 District Court of the United States for the 

District of Columbia 


United States of America, 

District of Columbia, ss: 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 14, both inclusive, 
to be a true and correct transcript of the record, according 
to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 66955 in Equity, wherein 
The Hobart Manufacturing Company is Plaintiff and Con¬ 
way P. Coe, Commissioner of Patents and Vincent W. Cun- 
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ningham are Defendants, as the same remains upon the 
files and of record in said Court. 

IN TESTIMONY WHEREOF, I hereunto subscribe my 
name and affix the seal of said Court, at the City of Wash¬ 
ington, in said District, this 5th day of August, 1938. 

CHARLES E STEWART, 
Clerk. 

By CHAS. D COFLIN, 

(Seal) Assistant Clerk. 

Endorsed on Cover: No. 7222. Cunningham, Appellant, 
vs. The Hobart Manufacturing Company. United States 
Court of Appeals for the District of Columbia Filed Aug 
8—1938 Joseph W. Stewart Clerk. 
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3n tty? Untteii ^tatw Court of Appeals 
for ttjr Biatrirt of Columbia 


No. 7222 

Vincent \Y. (Vnninoiiam, Ap/wUant 

r. 

The IIobaut MANTFACTririNc ('omi'anv, Apin'llec 


BRIEF FOR VINCENT W. CUNNINGHAM, 
APPELLANT (APPEARING SPECIALLY) 

This case conics before this Court on a special appeal 
allowed July 27, 1938, from an order of tin* District 
Court of the United States for the District of Colum¬ 
bia overruling a motion to dismiss the bill as to the 
party Vincent \Y. Cunningham. 

STATEMENT OF THE CASE 

The Hobart Manufacturin'* Company on April 14. 
1938, tiled a bill of complaint in which tin* Commis¬ 
sioner of Patents and Vincent W. Cunningham were 
named as defendants. A petition to dismiss was tiled 
in behalf of the (Ymnnissioner of Patents on the ground 
that he was not a proper party to the suit. A similar 
motion to dismiss was filed in behalf of Vincent AY. 
Cunningham by his attorney appearing specially on 
tin* ground that he was nol within the jurisdiction of 
the Court. Both motions were overruled. Vincent AY. 


Cunningham filed a petition for the allowance of a 
special appeal. A similar petition was filed in behalf 
of the Commissioner. Both petitions were granted as 
appears in this record and the record in companion 
case Xo. 7*2*21. 


ARGUMENT 


In the Patent Office, under the statutes, the Commis¬ 
sioner deals with (1) ex /mrtc cases and (2) inter 
partes or contested cases. In ex parte cases the Com¬ 
missioner represents the public and through his per¬ 
sonnel examines the applications to determine the al¬ 
lowance of the claims. After such claims have been 
allowed it frequently develops that one or more other 
parties claim the same invention. This results in an 
interference or contested case. Section 4fif)4 (Mo l . S. 
C. A. 52) in which proceeding the Commissioner, as a 
judicial officer, determines .the question of priority of 
invention and questions ancillary thereto or, in other 
words, he determines which one of the parties to the 
interference is entitled to the claims or the patent. In 
interference proceedings, the Commissioner is a neu¬ 
tral party and should not b:>. nor can he lx*, a party on 


either or any side of the controversy. It is a contest 
wholly between the parties; who present their evidence 
to the Commissioner upon which the Commissioner 
bases his decision in his award of priority. In no sense 
of the term can the Commissioner be regarded as an 
adverse party any more than the judge of a court can 
be an adverse party to either litigant before him. The 
litigants are, of course, adverse to each other in the 
ordinary sense of that word and in the sense in which 
that word is used in Section 52 of the Judicial Code 
(28 U. S. C. A. 113; 35 C. S. C. A. 72a) where it has 
reference to the contestants only and not to the judicial 
officer who rendered the decision. 
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PRIORITY AND QUESTIONS ANCILLARY 

THERETO 

The main question to be considered in an interfer¬ 
ence is that of priority of invention. There are, how¬ 
ever, certain questions which a.re ancillary to that of 
priority, in i > od!esak v. Melnnerney, 2<> App. D. ('. 391); 
190G ('. I). ooS, tin* Court of Appeals of the District of 
Columbia in an interference appealed from the Patent 
Office considered the question of ail applicant's right 
to make tlie counts as a question ancillary to that of 
priority. 

Moiling v. (Jordon Form Lathe Co., 14 F. (2d) 437, 
was an equity proceeding under Section 431.") R. S. 
Plaintiff raised the question of the operativeness of 
defendant's disclosure, hence the right to make the 
count. The court considered the question as ancillary 
to the question of priority or at least as a proper ques¬ 
tion to be considered under a Section 4915 suit, and 
hold defendant's apparatus operative (p. 438). 

In Seymour v. Molyneux. 2(53 F. R. 471, a similar 
ruling was made on a similar question. 

The l\ S. Court of Customs and Patent Appeals also 
regards the question of an applicant's right to make the 
counts as ancillary to the question of priority. An 
example is found in Fildes v. Williamson. 92 F-. (2d) 
914, in which the court comments t'This.is so well es¬ 
tablished and constantly observed as to require no 
citation of aiPhorilies." 

In none of these cases was tin* Commissioner of Pat¬ 
ents called upon 1o participate in the suit because of 
the aneillarv questions involved. 


PLAINTIFF DOES NOT HAVE A PLURALITY OF 
ADVERSE PARTIES 

1 1 * order to establish that plaintiff does not have a 
phiraiitv of adverse part it's, it is necessaiw to estab- 
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lisli that the Commissioner of Patents is not a proper 
party to this suit. On this point we concur with the 
brief filed in behalf of the Commissioner of Patents in 
companion appeal No. 7221. 

Equity suit No. 66,955 is the result of a two-party 
interference. There are only two parties claiming the 
subject matter of that suit, namely, the assignor of The 
Hobart Manufacturing Company and the party Vincent 
W. Cunningham. There are only two applications in¬ 
volved. There is no third party with a third applica¬ 
tion. The Hobart Manufacturing Company is the 
plaintiff. It lias only one adverse party and that is 
Cunningham. The Hobart Manufacturing Company 
in that suit has no “adverse parties” (plural) “resid¬ 
ing in a plurality of districts not embraced within the 
same State” so that “the court shall have jurisdiction 
thereof.” The Act of March 3, 1927, 44 Stat. L. 1394 
(35 U. S. C. A. 72a), therefore, does not give the Dis¬ 
trict Court jurisdiction over Vincent AY. Cunningham 
who resides in Chicago, Illinois, as set torth in Para¬ 
graph 3 of the plaintiff’s Bill of Complaint (R. p. 1). 

Mergenthaler v. Seymour et al., 1894 C. D. 186, 
printed as as appendix in ithe brief of companion Case 
7221 is directly in point. 

NO DECISION CAN BE RENDERED EITHER IN 
FAVOR OF OR AGAINST THE COMMISSIONER 
IN CONTESTED CASES 

The subject matter of that suit is priority of inven¬ 
tion; or which of the parties, The Hobart Manufactur¬ 
ing Company or Vincent AY. Cunningham, is entitled 
to a patent. The Commissioner is not claiming that 
he is entitled to a patent. He is not claiming any 
priority of invention. It is thus apparent that no de¬ 
cision could be rendered either for or against the Com¬ 
missioner, nor for or against the Commissioner and 
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Cunningham jointly on the subject matter of the suit 
as defined in Section 4915 R. S. The Commissioner is 
not a parly litigant in suit Xo. 66,955 either as plain¬ 
tiff or defendant, much loss is he an adverse party 
within the terms of the Act of March 5, 1927 (35 U. S. 


0. A. 72a). 

In the Standard Oil Company v. Pure Oil Company 
& Cary R. Wagner, 19 F. Supp. 833; 35 U. S. P. Q. 109, 
it was held lliat an applicant and his assignee were 
not two adverse parties within the terms of 35 U. S. 
C. A. 72a and Mr. Justice Bailey in that case comments 
as follows: 


“To hold that the plaintiff by making a mere 
formal party a codefendant can compel the real 
defendant, the real party in interest, to come 
from any part of the United States and defend 
his rights in the District of Columbia would 
conflict with the general purpose of Congress 
as appears from the fact that ordinarily suits 
in the federal courts must be brought in the 
district in which defendant resides. Jud. Code, 
Sec. 51, as amended, 28 U. S. C. Sec. 112.” 


THE PROCESS INVALID 

Inasmuch as plaintiff does not have a plurality of 
adverse parties within Ihe terms of Ihe Act of March 
3, 1927, and as Vincent W. Cunningham is not within 
the jurisdiction of the District Court of the United 
States for the District of Columbia, the process that 
issued from that court to lx* served upon him is void, 
invalid and illegal, and the alleged service should, 
therefore, be set aside, quashed or held ineffective. 
In support of this requested action, the following 
authorities are called to the attention of the court: 
United States v. Tacoma Oriental S. S. Co., 86 F. (2d) 
363; So. Pacific By. Co. v. Denton. 146 II. S. 202, 206; 
Darkness v. Ilvde. 98 l : . S. 476. 
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RE SPECIAL APPEARANCE 

Vincent W. Cunningham appeared specially by his 
attorney to move for a dismissal of the suit on juris¬ 
dictional grounds and for no other purpose. lie, there¬ 
fore, did not place himself within the jurisdiction of 
the court. It is well settled that an appearance may 
be made in the federal courts for the sole purpose of 
raising jurisdictional questions without thereby sub¬ 
mitting to the jurisdiction of the court; Big Vein Coal 
Co. v. Read, 229 U. S. 31. 

Under the federal practice, a special appearance to 
object to the Jurisdiction of the court does not bind 
the defendaritVto.; submit to the jurisdiction on the 
overruling oft the objection; llitchman Coal & Coke 
Co. v. Mitchell, 245 U. S. 229. Other cases in point 
are Southern Pacific Ry. Co. v. Denton, 14(1 U. S. 202; 
Mexican Central Ry. Co. v. Pinkney, 149 U. S. 194; 
Goldev v. Morning News, 156 U. S. 518; Bank of Jasper 
v. First National Bank, 258 U. S. 112; Toledo Ry. Co. 
v. Hill, 244 U. S. 49; Morris v. Skandinavian Ins. Co., 
279 U. S. 405; Ilasler v. Shaw, 271 U. S. 195, 199. 

CONCLUSION 


It is submitted that the action of the court below in 
overruling the motion to dismiss was clearly wrong 
and that the order so overruling it should be reversed. 

Vincent W. Cunnincham, 

Bv Theodore A. Hostetler, 
Attorney Appearing Specially. 











